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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-9, drawn to a method, program product, and system for 
managing workflow in a commercial printing environment, classified in 
class 358, subclass 1.15. 

II. Claim 10, drawn to an automated shipping device for use with a design-to- 
press workflow in a commercial printing environment, classified in class 
705, subclass 406. 

Inventions Group I and Group II are related as subcombinations disclosed as 
usable together in a single combination. The subcombinations are distinct if they do not 
overlap in scope and are not obvious variants, and if it is shown that at least one 
subcombination is separately usable. In the instant case, subcombination Group II has 
separate utility such as automatically shipping packages in a distribution center, for 
example. See MPEP § 806.05(d). 

The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 
1.104. See MPEP § 821.04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 



\ 
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provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. 

During a telephone conversation with Nathan Rieth on July 23, 2007 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-9. Affirmation of this election must be made by applicant in replying to this 
Office action. Claim 10 is withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 



Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 5-8 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 5 is drawn to functional descriptive 
material NOT claimed as residing on a computer readable medium. MPEP 
2106. IV.B.1(a) (Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer." 

"Such claimed data structures do not define any structural or functional 
interrelationships between the data structure and other claimed aspects of the invention 
which permit the data structure's functionality to be realized." 
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Claim 5, while defining a program product, does not define a "computer-readable 
medium" and is thus non-statutory for that reasons. A program product can range from 
paper on which the program is written, to a program simply contemplated and 
memorized by a person. The examiner suggests amending the claim to embody the 
program on "computer-readable medium" in order to make the claim statutory. 

"In contrast, a claimed computer-readable medium encoded with the data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory." - MPEP 2106.IV.B.1(a) 

Specifically, the examiner recommends the following as an example of statutory 
claim language: "A computer readable medium encoded with a computer program...". 

NOTE: Refer to Annex IV, section (a) of the USPTO "Interim Guidelines for 
Examination of Patent Applications for Patent Subject Matter Eligibility", Official Gazette 
notice of 22 November 2005 (currently at 

http://www.uspto.gov/web/offices/com/sol/og/2005/week47/patgupa.htm). 

Claims 6-8 are inherently rejected under 35 U.S.C. 101 for depending on a 
rejected base claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not.be negatived by the manner in which the invention was made. 

Claims 1, 5, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stewart et al. (US 6,714,964) in view of Ferlitsch (US 2004/0070779). 

i 

Regarding claims 1 , 5, and 9, Stewart teaches a method, program, and system 
for managing workflow in a commercial printing environment including a designer 
location and a print service provider location (Stewart, fig 2a and 2b, client 300a and 
backside 300b read on a designer location, and fig 2c, wherein printer side 300c reads 
on a print service provider location), said system comprising (Also see Stewart, col 4, In 
56-57, teaching a method and computer program): 

Means for establishing a closed-loop communication link between the designer 
location and the print service provider location (Stewart, col 4, In 56-61, establishing an 
Internet connection, and col 5, In 17-30, system is connected via a communication link, 
wherein protocol over the Internet reads on a closed-loop communication link); 

Means for creating a press ready file at the designer location using updated 

* 

device configuration information (Stewart, fig 7b and col 4, In 45-65, wherein a print 
ready file, which reads on a press ready file, is created by at the website co-location, 
which reads on creating files at the designer location. See col 7, In 42-67, wherein 
information regarding the correct print driver to interface with the device is used to 
create a press ready file, which reads on using updated device configuration); 

Means for submitting said press ready file to the print service provider location 
via said closed-loop communication link (Stewart, col 8, In 45-col 9, In 4, submitting the 
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press ready file to the print service, i.e. the print job is sent to a print queue, fig 7b #650 
and fig 7c, #655); and 

Means for receiving a printed output of said press ready file and shipping said 
printed output using an automated shipping device (Stewart, col 8, In 45-col 9, In 4, 
receiving output of press ready file and shipping the output. In col 7, In 25-33 a FedEx 
delivery company reads on an automated shipping device). 

Although Stewart teaches creating a press ready file at the designer location 
using updated device configuration, Stewart does not disclose expressly a method, 
program, or system comprising means for creating a press ready file at the designer 
location using updated device configuration information received from the print service 

♦ 

provider location via said closed-loop communication link; 

However, Ferlitsch teaches a method, program and system comprising means 
for creating a press ready file at the designer location using updated device 
configuration information received from the print service provider location via said 
closed-loop communication link (Ferlitsch, paragraph 22, wherein print ready files are 
created at the designer location, which reads on creating a press ready file. In 
paragraph 23, prior to the creation of the press ready file, the printer monitor in the 
designer location initiates a discovery of the status of the printing devices. This 
discovery from the printing source directly reads on receiving updated service 
configuration information from the print service location via the network. Also see 
paragraph 24 wherein information is used to create files. See paragraph 40 for 
additional support that discovering printers receives information from printers; status 
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information regarding printer is received, which comes from the printer either directly or 
indirectly via the network). 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to combine the method, program and system of Ferlitsch comprising 
means for using and receiving updated device configuration information from the print 
service provider with the method, program and system of Stewart comprising 
establishing communication, creating a press ready file, submitting said press ready file, 
and receiving a printed output. The motivation for doing so would have been to get the 
most accurate information directly from the source in order to determine and monitor the 
capabilities and the printing process throughout the processing of the print job 
(Ferlitsch, paragraph 2). Therefore, it would have been obvious to combine Ferlitsch 
with Stewart to obtain the invention as specified in claims 1, 5 and 9. 

Claims 2, 3, 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stewart et al. (US 6,714,964) in view of Ferlitsch (US 2004/0070779) and further in 
view of Bresnan et al. (US 5,873,073). 

Regarding claims 2 and 6, which depend from claims 1 and 5, respectively, the 
combination of Stewart and Ferlitsch teaches a method and program of managing a 

* 

workflow in a commercial printing environment including a designer location and a print 
service provider comprising establishing a communication link, creating a press ready 
file, submitting said press ready file to the print service provider, and receiving a printed 
output and shipping said printed output using an automated shipping device. The 
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combination of Stewart and Ferlitsch does not disclose expressly a method or program 
wherein said automated shipping device is a Design to Ship enabled device and forms 
part of said closed-loop communication link. However, Bresnan teaches a method and 
program wherein said automated shipping device is a Design to Ship enabled device 
and forms part of said closed-loop communication link (Bresnan, fig 1 , mailing machine 
#40 and col 3, In 32-43, wherein a mailing machine on the network reads on an 
automated Design to Ship enabled device forming part of the closed-loop 
communication link). 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to combine the method and program of Bresnan comprising an automated 
Design to Ship enabled device forming part of the communication link with the method 
and program of the combination of Stewart and Ferlitsch comprising managing a 
workflow in a commercial printing environment including a designer location and a print 
service provider comprising establishing a communication link, creating a press ready 
file, submitting said press ready file to the print service provider, and receiving a printed 
output and shipping said printed output using an automated shipping device. The 
motivation for doing so would have been to efficiently send output to a user requesting . 
the print job. The suggestion for doing so was given by Stewart in fig 6 wherein the 
shipping department is integrated into the printing process for 300c. Therefore, it would 
have been obvious to combine Bresnan and the combination of Stewart and Ferlitsch to 
obtain the invention as specified in claims 2 and 6, respectively. 
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Regarding claims 3 and 7, which depend from claims 2 and 6, respectively, the 
combination of Stewart, Ferlitsch and Bresnan teaches a method and program of 
managing a workflow wherein said automated shipping device is assigned a unique 
identifier (Bresnan, col 18, In 55- col 19, In 12, wherein a mailing machine connected to 
an input/output card via an interface cable reads on an assigned unique identifier. The 
mailing machine requires an identifier in order to be identified as the proper device). 

Claims 4 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stewart et al. (US 6,714,964) in view of Ferlitsch (US 2004/0070779) and further in view 
of Bresnan et al. (US 5,873,073) and further in view of Hansen et al. (US 6,407,820). 

Regarding claims 4 and 8, which depend from claims 2 and 6, respectively, the 
combination of Stewart, Ferlitsch and Bresnan teaches a method and program of 
managing a workflow in a commercial printing environment including a designer location 
and a print service provider comprising establishing a communication link, creating a 
press ready file, submitting said press ready file to the print service provider, and 
receiving a printed output and shipping said printed output using an automated shipping 
device, wherein the automated shipping device is a Design to Ship enabled device 
forming part of the communication link. The Stewart reference additionally teaches a 
method and program wherein after said step of submitting, said method further 
comprises a step of verifying, at said print service provider location, that said press 
ready file will be produced at said print service provider location as designed at the 
designer location (Stewart, fig 7, step 655, wherein a printer operator can select the job 
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and queue it to an available printer. This reads on a verification step because the 
acceptance of the job shows it is verified). 

The combination of Stewart, Ferlitsch and Bresnan does not disclose expressly if 
the file is not verified, correcting said press ready file to ensure production substantially 
as designed. However, Hansen teaches a method and program wherein if the file is not 
verified, the method and program comprise correcting said press ready file to ensure 
production substantially as designed (Hansen, col 19, In 8-25, wherein if there is a 
problem with the print ready file, col 5, In 47-53, there may be manual or automatic 
corrections to ensure production substantially as designed. Correcting occurs in the 
resource allocator in the print server, col 18, In 58-66, which reads correcting at the print 
service provider location). 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to combine the correcting step of Hansen with the a method and program 
of managing a workflow in a commercial printing environment of Stewart, Ferlitsch and 
Bresnan including a designer location and a print service provider comprising 
establishing a communication link, creating a press ready file, submitting said press 
ready file to the print service provider, and receiving a printed output and shipping said 
printed output using an automated shipping device, wherein the automated shipping 
device is a Design to Ship enabled device forming part of the communication link, and 
verifying the press ready file will be produced. The motivation for doing so would have 
been to determine print job attributes and to match them with an appropriate output 
resource or correct the attribute in order to produce a particular page (Hansen, col 19, In 
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2-7). Therefore, it would have been obvious to combine Hansen with the combination of 
Stewart, Ferlitsch and Bresnan to obtain the invention as specified in claims 4 and 8. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dillon J. Murphy whose telephone number is (571) 272- 
5945. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung Moe can be reached on (571) 272-7314. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



Dillon Murphy 
July 23, 2007 




